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Opinion by Bottorff, Adm nistrative Trademark Judge:
Appl i cant seeks registration on the Principal Register

of the mark MJTUAL DI SCOVERY for services recited in the

application as “investnent managenent services and nut ual

fund advi sory, distribution and administration services.”?

! Serial No. 75/237,021, filed February 5, 1997. The application
is based on use in comerce under Trademark Act Section 1(a), 15
U S C. 81051(a). Decenber 31, 1992 is alleged in the application
(as anended) as the date of applicant’s first use of the mark
anywhere and first use of the mark in commerce. Applicant has
asserted a claimof acquired distinctiveness under Trademark Act
Section 2(f) as to the word MJTUAL, and the Trademark Exam ni ng
Attorney has accepted that claim
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The Trademark Exam ning Attorney has refused
regi stration of applicant’s mark pursuant to Trademark Act
Section 2(d), on the ground that applicant’s mark, as
applied to applicant’s services, so resenbles each of three
regi stered marks owned by a single entity (The Prudentia
| nsurance Conpany of America) as to be likely to cause
confusion, to cause m stake, or to deceive. The first
cited registration is of the mark DI SCOVERY f or
“underwriting life insurance and providing and

"2 The second cited

adm ni stering annuity plans.
registration is of the mark DI SCOVERY PREFERRED f or

“provi ding and administering annuities.”® The third cited
registration is of the mark D SCOVERY SELECT for
“underwriting and administration of annuities.”*

When the refusals were nade final, applicant filed a
noti ce of appeal and a request for reconsideration, with
addi tional evidence and argunment. The Trademark Exam ni ng
Attorney was not persuaded, and continued his final

refusals. Applicant and the Trademark Exam ni ng Attorney

then filed their main appeal briefs, and applicant filed a

2 Registration No. 1,566,309, issued Novenber 14, 1989.
Affidavits under Sections 8 and 15 accepted and acknow edged.

® Registration No. 2,007,260, issued Cctober 8, 1996.

* Regi stration No. 2,096,110, issued Septenber 9, 1997.
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reply brief. An oral hearing was held, at which the
Trademar k Exam ning Attorney and counsel for applicant were
present.

Qur determ nation under Section 2(d) is based on an
analysis of all of the probative facts in evidence that are
relevant to the factors bearing on the likelihood of
confusion issue. See Inre E.I. du Pont de Nenours and
Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA 1973).

We begin with an analysis of the evidence pertaining
to the simlarity or dissimlarity of applicant’s and
registrant’s respective services, as well as the simlarity
or dissimlarity of the trade channels and cl asses of
customers for those services. Applicant appears to be
correct in arguing that life insurance, annuities, and
nmut ual funds are quite distinct investnent vehicles which
woul d not be confused with each other. However, the issue
to be determned is not whether the parties’ particular
servi ces woul d be confused with each other, but rather
whet her those services are sufficiently comrercially
related that purchasers would be likely to m stakenly
assune they originate fromthe sane or a rel ated source.
See Inre Melville Corp., 18 USPQ2d 1386 (TTAB 1991); In re
I nternati onal Tel ephone & Tel egraph Corp., 197 USPQ 910

(TTAB 1978) .
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The Trademark Exam ning Attorney has presented
evi dence, including third-party registrations and third-
party website advertisenents, which is sufficient to show
that it is common for a single source to offer each of
t hese types of investnent products and services. |ndeed,
it appears fromregistrant’s web page, a printout of which
has been nade of record by the Trademark Exam ning
Attorney, that registrant itself offers nmutual funds as
wel | as annuities and insurance services, albeit apparently
not under the DI SCOVERY mark. In view of this evidence, we
conclude that applicant’s recited services and the
registrant’s recited services are simlar, rather than
dissimlar. See In re Albert Trostel & Sons Co., 29 USPQd
1783 (TTAB 1993). This factor weighs in favor of a finding
of |ikelihood of confusion.

There are no restrictions as to trade channels or
cl asses of custonmers in either applicant’s application or
the cited registrations, and we accordingly nust presune
that both applicant and registrant offer their respective
services in all normal trade channels and to all nornal
cl asses of custonmers for such services. See In re El baum
211 USPQ 639 (TTAB 1981). These factors, as well, weigh in

favor of a l|ikelihood of confusion finding in this case.
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Despite the simlarity of the respective services, and
of the trade channels and cl asses of custoners for those
servi ces, we nonet hel ess conclude that there is no
i kelihood of confusion in this case. Any likelihood of
confusi on which m ght otherw se arise due to the
rel ati onshi p between the respective services is effectively
di spell ed, we believe, by the dissimlarities between the
respective marks and by the sophistication of the
purchasers and the care with which the respective services
are purchased.

Applicant’s mark MJUTUAL DI SCOVERY and registrant’s
mar ks DI SCOVERY, DI SCOVERY PREFERRED and DI SCOVERY SELECT
obviously are simlar to the extent that they all consi st
of or contain the word DI SCOVERY. However, it remains to
be deci ded whet her the presence of the word MJTUAL in
applicant’s mark suffices to distinguish the marks when
they are viewed in their entireties.

We are not persuaded by applicant’s contention that
DI SCOVERY is a weak termas applied to the services
involved in this case. Applicant has not presented any
evi dence to support its contention that DI SCOVERY is
comonly used in the nanes of the nmutual funds of third
parties and i s suggestive of a type of nutual fund, and we

decline applicant’s request that we take judicial notice of
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such all eged facts under Fed. R Evid. 201. Likew se,
applicant’s submission of various third-party registrations®
of marks in the financial services field which include the
wor d DI SCOVERY or DI SCOVER does not persuade us of the
weakness of the term Those registrations are not evidence
that the third-party marks are in use or known to
consuners, nor do they persuade us that DI SCOVERY has a
particul ar accepted neaning in the financial services
field. See, e.g., Ode Tyne Foods Inc. v. Roundy’s Inc.,
961 F.2d 200, 22 USPQd 1542 (Fed Cir. 1992); Tektronix,
Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693 (CCPA
1976). In sum we cannot conclude on this record that
regi strant’s DI SCOVERY marks are entitled to a narrowed
scope of protection, nor that the word DI SCOVERY is of
littl e consequence in the comercial inpression created by
applicant’s mark.

However, we |ikew se are not persuaded by the
Trademar k Exam ning Attorney’s argunent that the word
MUTUAL appearing in applicant’s mark shoul d be accorded

little or no weight in our determ nation of the mark’s

> Applicant’s third-party registration evidence was subnitted in
the formof a commercial trademark search report. However, the
Trademar k Exam ning Attorney has not objected to the formof this
evi dence, but rather has discussed the evidence as if it had
properly been nade of record. Accordingly, we have considered

t he evidence for whatever probative value it mght have.
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comercial inpression. Rather, we agree with applicant’s
contention that MJTUAL is the dom nant feature, or at |east
a highly significant feature, in the conmercial inpression
created by applicant’s mark. The evidence made of record
by applicant establishes that applicant provides and
adm nisters a famly of nutual funds, each of which is
known by a nane consisting of the word MJUTUAL fol | owed by
anot her word, i.e., MJTUAL SHARES, MUTUAL QUALI FI ED, MJUTUAL
BEACON, MJUTUAL EUROPEAN, and MJUTUAL FI NANCI AL, as well as
MJTUAL DI SCOVERY. The evidence al so establishes that the
rel evant purchasing public readily recogni zes MJTUAL SERI ES
as the “fam|ly” mark identifying and di stingui shing
applicant’s various mutual funds. Applicant has submtted
literally hundreds of magazi ne and newspaper articles in
whi ch applicant’s funds are editorially referred to as the
MUTUAL or MJUTUAL SERIES fam |y of funds. Moreover, it
appears that the daily financial page listings in severa
maj or newspapers identify and |list applicant’s various
nmut ual funds under the headi ng MJUTUAL or MJUTUAL SERI ES.

In view of this evidence, we find that the word MJTUAL
contributes significantly to the commercial inpression of
applicant’s mark MJTUAL DI SCOVERY, and indeed that the

presence of this “fam|ly” conponent in applicant’s mark is
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sufficient to enable purchasers to distinguish applicant’s
mark fromthe three cited regi stered marks.

The Trademark Exam ning Attorney argues that the three
cited registered marks, i.e., DI SCOVERY, DI SCOVERY
PREFERRED and DI SCOVERY SELECT, conprise registrant’s
“fam |y” of DI SCOVERY marks used in connection with annuity
and life insurance products, and that purchasers, when they
encounter nutual fund services offered under the mark
MUTUAL DI SCOVERY, are likely to assunme that registrant is
of fering such services under another of its DI SCOVERY
famly of marks. Although that scenario is not wholly
i mpl ausi ble, we believe it is nore likely that nutual fund
purchasers, who al ready are aware that applicant owns and
uses a famly of MJTUAL marks for nutual fund services,
will correctly assune that MJTUAL DI SCOVERY is but another
menber of applicant’s famly of marks, used in connection
wi th anot her of applicant’s MJTUAL SERIES fam |y of nutual
funds.

Finally, one du Pont |ikelihood of confusion
evidentiary factor which we believe is entitled to
significant weight in this case is the sophistication of
the purchasers of the respective services offered by
regi strant and applicant, and the high degree of care taken

in the purchasing decision. Investnments such as nutual
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funds, annuities and life insurance are expensive purchases
which are not likely to be nmade on inpul se or w thout
careful consideration. Indeed, it appears fromthe record
t hat such purchases commonly are made through or with the
assi stance of professional investnent or financial
advi sors, or, at the very |east, after careful
consi deration of a prospectus or of other detailed
informational materials. The narketing of these respective
i nvestment products is controlled by various governnent al
and industry regulatory provisions and practices which are
designed to enhance and maxi m ze the purchaser’s awareness
of what he or she is buying and the care with which the
purchasing decision is nmade. Although it is settled that
even sophi sticated purchasers are not necessarily inmune to
source confusion, we believe that, in the present case, the
ci rcunst ances surroundi ng the marketing and purchase of the
respective services involved in this case are such as to
mnimze or elimnate any possible |ikelihood of source or
ot her confusion

In summary, we find on the present record that
applicant’s mark, as applied to applicant’s recited
servi ces and as encountered by sophisticated, careful
purchasers who are likely to be famliar with applicant’s

MJUTUAL SERIES fam |y of nutual funds, does not so resenble
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regi strant’s DI SCOVERY, DI SCOVERY PREFERRED or DI SCOVERY
SELECT mar ks, used in connection with |ife insurance and
annuity products, as to be likely to cause confusion, to
cause m stake, or to deceive. Accordingly, we concl ude
that registration of applicant’s mark is not barred by
Trademar k Act Section 2(d).

Decision: The three Section 2(d) refusals to register

are reversed.

E. W Hanak

C M Bottorff

G F. Rogers

Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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